
 You do not have to be clairvoyant to 
realize that if your company does not now 
own a 3D printer, there’s likely one in your 
future. UPS, for example, is putting 3D 
printers in many of its stores hoping to con-
vince customers to use UPS services instead 
of buying 3D printers for their homes.  
And a 3D printer is being installed in 
the International Space Station. 
If the astronauts find it can 
work in space, NASA plans to 
use one to print replace-
ment parts for the 
space station.  The 
President himself 
has said that 3D print-
ing “has the potential 
to revolutionize the way 
we make almost everything.” 
Three-dimensional printers, which 
have come into widespread use recently, 
now print human and animal body parts 
(bioprinting), as well as the more mundane 
replacement mechanical parts, jewelry, 
kitchenware, toys and guns, among many 
other things. 
 Manufacturers can use 3D printers to 
make prototypes of new products quickly 
and inexpensively, to fabricate odd or low 
demand parts, or to manufacture the prod-
uct itself. But – there’s always a “but” with 
new technologies – customers or even com-

petitors can use 3D printing technology to 
make illegal 3D copies. The kid next door 
may be infringing intellectual property by 
printing a copyrighted building set on a 
3D printer. Kids are not only building with 
toys, they are printing the toys with which 
to build.

Large commercial 3D print-
ers often produce proto-
types, for example, in the 
automotive industry. One 
designer has estimated 

that the transition to 
3D rapid prototyping 
has cut development 
time from a year to 
just three months, 
as prototypes can be 
created in minutes, 

instead of waiting for 
a factory to be retooled.  The 3D printers 
have another huge advantage – they pro-
vide a level of accuracy that would be too 
costly and complicated to achieve using 
traditional manufacturing techniques.
 3D printers operate by measuring an  
object.   The scanner measures the object 
sequentially in one direction with succeed-
ing thin scans.  Computer software then 
reads the file as cross-sections, which are 
printed in sequence, creating the product 
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Lackenbach Siegel clients

United States Patent Number:

8,714,019
MEASURING CELL WITH A 
CASING FOR HOUSING A 

SENSOR, IN PARTICULAR A 
PRESSURE TRANSDUCER

The invention relates to a measuring cell with 
a casing for housing a sensor, in particular a 
pressure transducer, in which the casing has 
a pressure compensation vent for the sensor; 
and is provided with a sealing element with an 
axisymmetrical circumferential surface arranged 
proximate an internal surface of a casing bore 
formed operably and complementary hereto, and 
that the pressure compensation vent is formed as 
at least one gap resistant to ignition flashovers by 
interaction of a strip-shaped and plane surface 
section extending along the casing bore on the 
circumferential surface of the sealing element 
with the internal surface of the casing bore.   

Continued on page 6
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Paralegal Profiles

The US and International Trademark departments at 
Lackenbach boast three certified paralegals among 
their support, averaging 15 year tenures and bringing 
nearly 50 years of combined intellectual property 
experience to our clients.  Mary Meschi has primary 
responsibility for domestic post-registration and 
maintenance procedures; Gina Cancellaro, foreign 
filing, prosecution and maintenance matters; and Jill 
Weiss, US application filing and intent-to-use/proof 
of use activities.  Each is a seasoned professional 
with respect to their individual responsibilities and is  
relied upon for client assistance.  

Position at Firm: Trademark Paralegal

Printing.....EVERYTHING?
Cutting Development Time and Costs
By Eileen DeVries

MARY MESCHI, GINA CANCELLARO and JILL WEISS 
US and International Trademark Departments



By Eileen DeVries
 Many businesses “repurpose” – that is, use 
without permission – someone else’s artwork, 
photograph, song, or the like, and find them-
selves sued for violating the original creator’s 
copyright.  And they often lose.  That’s what 
happened to the GoldieBlox company after it ran 
a video ad for its engineering-readiness toys for 
girls. At the heart of this cautionary tale is the fact 
that the GoldieBlox ad in question used a tune 
(not the lyrics) written and performed by the ‘90s 
band The Beastie Boys.  The Beasties were not 
flattered and went to court to make their point!

Pink Power

GoldieBlox 
was started 
by Stanford-
educated en-
gineer Deb-
bie Sterling 
who designed 
a building set to 
attract, energize 
and inspire girls to 
build things the way 
the Gilbert Erector Set 
or Lincoln Logs and simi-
lar building sets energized 
boys. Despite Ms. Sterling’s noble aspirations, 
her company’s story provides a strong warning to 
all manufacturers: you may not be protected from 
copyright infringement lawsuits by the so-called 
“fair use” defense even if you are quite obviously 
poking fun.  And as GoldieBlox discovered, it 
can be an expensive proposition to discover 
that a court believes that your use was not “fair.”  
The wisest approach is to seek counsel before 
preparing promotional materials that utilize copy-
righted material without permission.

The GoldieBlox saga stirred up sympathy be-
cause many people can identify with Ms. Sterling.  
Her website states that she “never knew what en-
gineering was until her high school math teacher 
suggested she pursue it as a college major. She 
couldn't figure out why her math teacher thought 
she should be a train conductor!”  GoldieBlox 
explained its mission as follows:   

At GoldieBlox, our goal is to get girls build-
ing. We’re here to help level the playing field 
in every sense of the phrase. By tapping 
into girls' strong verbal skills, our story + 
construction set bolsters confidence in spa-
tial skills while giving young inventors the 
tools they need to build and create amazing 
things…We believe there are a million girls 
out there who are engineers. They just might 
not know it yet. We think GoldieBlox can 
show them the way.

“We’d Rather Build It Ourselves!”

Last year, GoldieBlox posted a video on its web-
site that opened with three elementary-school-
aged girls staring in mixed boredom, and distain 
at a television screen that showed girls in pink 
dresses, singing.  In the video, the young viewers 
turn away from the TV, start playing their own 
music, and set in motion a Rube-Goldberg-type 
device that they designed and built themselves.  
The invention travels hundreds of feet, triggering 
reactions as it winds in- side the house, out to 

the garage, around 
the yard and 

back inside, 
tipping tea-
pots, toppling 
stepladders, 
and catapult-
ing rubber 
balls – about 

100 steps in 
all. It ends up 

tripping a wire 
near the living room 

ceiling, releasing a skil-
let that swings across 
the living room, and 

knocking over a construction toy that turns off the 
offending TV.

The background music?  A 1987 song entitled 
“Girls” by The Beastie Boys. But while the original 
Beasties lyrics were insulting to women (although 
the band has said the piece was intended to be a 
“sarcastic anthem”) the lyrics accompanying the 
GoldieBlox ad were re-written by GoldieBlox to 
be all about women’s engineering abilities. 

There was only one intended and predictable 
reaction to the video: “Grrrrl power!”

The Band Was Not Amused

The Beasties didn’t appreciate their song being 
used in the ad. Specifically, the band members 
claimed that the ad infringed their copyright in the 
song “Girls” and that the GoldieBlox ad was not 
exempt from liability under the legal principle of 
“fair use.” GoldieBlox responded by filing an ac-
tion in U.S. District Court in California, asking the 
court to declare that GoldieBlox was not infring-
ing the Beastie Boys' copyright, and also asking 
the court to enjoin the Beastie Boys from trying to 
enforce their copyright against GoldieBlox.

Social media quickly picked up on the story and 
it became public that the founder of the band, 
who had died the previous year, had added a 
hand-written provision to his will stating that none 
of the band’s music was to be used in advertis-
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When Fun May Not Be "Fair" 
 For 2013, United States utility patent application 
figures moved upward yet again. The preliminary total of 
571,612 utility patent applications is up 5.3% from the 
542,815 applications in 2012, and represents an all time 
high. The shift toward a majority of foreign originating 
utility applications slowed somewhat in 2013, dropping 
0.9% to 49.6% of the total filings.  Also, of the 277,835 
total utility patents that issued last year, 144,242 (51.9%) 
were issued to residents of foreign countries - an increase 
of 9% over 2012. United States residents accounted for 
133,593 (48.1%) of the utility patents issued in 2013.  

 Of the utility patents issued to foreign residents, 
Japanese residents accounted for 51,919 (or 36.0%).  
This number is 18.7% of the total U.S. utility patents 
issued in 2013, down 1.3% from 2012. As a percent-
age of the total utility patents, Japan was followed 
by Germany (10.7%), South Korea (10.1%), Taiwan 
(7.7%), and Canada (4.5%). The top ten were filled out 
by France (4.2%), China (4.1%), the United Kingdom 
(4.0%), Israel (2.1%), and Italy (1.7%). Active coun-
tries in 2013 (those with more than 500 utility patents 
granted) included India, Sweden, Switzerland, the 
Netherlands, Australia, Finland, Belgium, and Austria.

 Within the United States, California once again led 
all States in 2013 with 36,193 utility patent grants (or 
27.1%) of all utility patents issued to U.S. residents.  This 
number amounts to 13.0% of all U.S. utility patents grant-
ed. The other major State contributors as a percentage 
of all U.S. utility patent grants were Texas (3.3%), New 
York (3.1%), Massachusetts (2.3%), Washington (2.1%), 
Michigan (1.8%), New Jersey (1.7%), and Illinois (1.7%).  

 Utility patents issuing to U.S. Government agencies 
in 2013 were up from the prior year. A total of 1,031 util-
ity patents issued to all U.S. Government agencies, which 
was up by 39 from 2012. The Navy led the way with the 
highest percentage of utility patents granted to a govern-
ment agency at 38.7%, followed by the Army at 15.0%, 
the Department of Health and Human Services at 14.2%, 
NASA at 8.9%, the Air Force at 5.6%, the Department of 
Agriculture at 5.0%, and the Department of Energy at 4.2%.

 Patent Cooperation Treaty (PCT) filings for 2013 
saw an increase in total filings of 5.1% up to 205,300, 
with strong growth from China (+15.6%), the United 
States (+10.8%) and Sweden (+10.4%), offsetting a 
mixed performance in the Republic of Korea (+4.5%), 
Finland (-9.6%), and Japan (+0.6%), Canada (+3.4%), 
Australia (-6.2%) and European countries, where Swit-
zerland (+4.2%), Spain (+3.1%), the Netherlands 
(+3.1%), France (+0.6%) and Italy (+0.3%) experi-
enced growth, while Germany (-4.5%) and the United 
Kingdom (-0.6%) did not. The United States remains the 
largest user of the PCT system with 57,239 filed applica-
tions in 2013, followed by Japan with 43,918 applica-
tions, China with 21,516 filings, Germany with 17,927 
filings, and the Republic of Korea with 12,386 filings.

U.S. Patent Statistics
Slight Increases

Continued on Page 3

Girls to build the spaceship,
Girls to code the new app,
Girls to grow up knowing

That they can engineer that.
Girls. That’s all we really need is Girls.

To bring us up to speed it’s Girls.
Our opportunity is Girls.

Don’t underestimate Girls. 



ing.  In addition, the two band members bringing 
the counterclaims (along with the deceased band 
member’s representative) had finally grown up, 
and apparently mended whatever allegedly un-
feminist views they may have held, as reflected in 
the 1987 “Girls” song lyrics.

Interestingly, and perhaps accounting for the 
zeal that underscored the attack on 
the alleged “fair use,” it also 
surfaced that the Beastie 
Boys themselves had been 
accused of copyright infringe-
ment.  The band members 
have been involved in an 
ongoing legal dispute about 
the band’s use of “samples” 
in a 1989 album.  A “sampling” 
– using fragments of music in 
a new piece – has been held to 
be copyright infringement.  As 
one judge put it, “Thou shalt not 
steal.”  For a variety of reasons, 
GoldieBlox took the music off 
the video ad and – without asking 
the Court to dismiss its lawsuit – 
apologized in a letter to the band.  
 
The Settlement

The apology did not satisfy the band, which 
brought counterclaims against GoldieBlox, 
including copyright infringement, trademark in-
fringement, false advertising and unfair competi-
tion.  But GoldieBlox and the band finally settled 
their dispute earlier this year, with GoldieBlox 
agreeing to donate a large amount to a band-
chosen charity and to again apologize on its 
GoldieBlox website. 

Who Was Right?

It isn’t at all certain that the band would have won 
in court. The band argued that the GoldieBlox 
video used the “Girls” music for “marketing” and 
therefore did not fall under the “fair use” excep-
tion to copyright infringement.  But commercial 
use is only one factor used to evaluate whether 
“fair use” is a defense to copyright infringement.  
Courts consider four factors in deciding fair use:

1. Whether or not the purpose of the use is 
“transformative” – creating a truly new work, 
and whether such use is of a commercial nature 
or is for not-for-profit educational purposes – a 
transformative work furthers the copyright law’s 
goals of encouraging creativity; 

2. The nature of the copyrighted work – for 
example, whether it comprises facts or is a 
creative, artistic work; 

3. The amount and substantiality of the portion 
used in relation to the copyrighted work as a 
whole – although even a small amount of copy-
ing can weigh against a finding of “fair use” if 
the part taken is the “heart of the work”; and

4. The effect of the use upon the potential mar-
ket for or value of the copyrighted 
work.  This factor includes sales 
of the infringing work in place of 
the original work – because the 
new work is a substitute – but 
not because the new work is 
such an effective parody, for 
example, that it makes the 
original work less attractive. 

When Can Copying Be 
“Fair Use”?

In some recent cases, courts, 
including the Supreme 
Court, have focused on the 
“transformative” nature of 
the work, and not just on 
whether or not the use 
was “commercial.”  For 
example, in a 1994 case, 

the U.S. Supreme Court 
found a parody of the popular Roy Orbison 

song “Pretty Woman” to fall under the “fair use” 
exception.   The Court decided that the new song 
was “transformative” because it "was clearly in-
tended to ridicule the white-bread original" and to 
show "how bland and banal the Orbison song is." 
The court said that copyright law is clear:  “[T]he 
commercial or nonprofit educational purpose of a 
work is only one element of the first factor enquiry 
into its purpose and character."

So it is not obvious that the Beastie Boys would 
have prevailed in their counterclaims against 
GoldieBlox.  The court could have decided that 
the GoldieBlox video, with its pro-women new 
lyrics, was “transformative” and thus a “fair use” 
exception under copyright law – but unlikely.

Better Play It Safe

  GoldieBlox, like most prudent litigants, may 
have been daunted by the possibility of over-
whelming litigation costs to defend itself against 
the Beastie Boys, the uncertainty of the result, 
and/or the possibility of facing a huge dollar 
damage award.   The moral of the story is that it 
is good practice to request permission to use any 
third-party content for an advertisement, even if it 
seems to be a pointed parody or highly transfor-
mative.  If your promotional materials are not all 
original, it represents the risk of a lawsuit.   

Website Apology

We sincerely apologize for any 

negative impact our actions may 

have had on the Beastie Boys. 

..As engineers and builders of 

intellectual property we under-

stand an artist’s desire to have 

his or her work treated with re-

spect.  We should have reached 

out to the band before using 

their music in the video.  From 

now on, we will secure the prop-

er rights and permissions in ad-

vance of any promotions, and we 

advise any other young company 

to do the same.

OBVIOUS TO WHOM?
Design Patent 

Obviousness Standard
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When Fun May Not Be "Fair"   

To evaluate Fair Use, please contact Eileen DeVries at: EDeVries@Lackenbach.com
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In a recent decision, High Point Designs LLC v. Buy-
ers Direct, Inc., the Court of Appeals for the Federal 
Circuit confirmed that “obviousness” for purposes of 
invalidating a design patent must be determined from 
the standpoint of an “ordinary designer” rather than an 
ordinary observer.  The High Point decision clarified 
the design patent obviousness standard of Durling v. 
Spectrum Furniture Co., 101 F.3d 100, 103 (Fed. Cir. 
1996), which had been placed in doubt by intervening 
cases, including  International Seaway Trading Corp. v. 
Walgreens Corp., (2009).  The obviousness “ordinary 
designer” standard also stands in contrast to the test for 
design patent infringement, which asks if two designs 
are substantially the same as judged by an “ordinary 
observer.”  E.g., Egyptian Goddess, Inc. v. Swissa, Inc. 
(2008). Such ordinary observer infringement stan-
dard resulted in the $1 billion damages award in 
the Apple v. Samsung decision for design patent 
infringement.

The test for invalidating a utility patent for obviousness 
was settled by the Supreme Court in KSR Int’l Co., v. 
Teleflex Inc. (2007).  The KSR-standard has not been 
directly applied to infringement assessments for design 
patents, likely due to design patents lacking written 
claims to consider under the KSR guidelines.  Instead, 
design patents allow for a solely visual assessment of 
the patent drawings as granted.

High Point and Durling expressed the “obvious to 
whom?” invalidity question as follows: 

Under the first step, a court must both (1) dis-
cern the correct visual impression created by 
the patented design as a whole; and (2) deter-
mine whether there is a single reference that 
creates ‘basically the same’ visual impres-
sion.”  Then as a second step, the “ultimate in-
quiry in an obviousness analysis is whether the 
claimed design would have been obvious to a 
designer of ordinary skill who designs articles 
of the type involved.

Notwithstanding this obviousness invalidity standard, 
U.S. design patents may be granted reasonably quickly, 
with broad scope, and with low cost.  Often a single 
product may be covered by several different design pat-
ents. With expedited examination, design patent rights 
can be secured in as little as forty-five days.  And under 
U.S. law, the infringement of a design patent en-
titles the owner to an additional category of dam-
ages - 100% of the infringer’s profits – in addition 
to the plaintiff’s damages. 

U.S design patents are an easily and inexpensively ob-
tained intellectual property asset of momentous value.  
Lackenbach Siegel has particular expertise in this area 
and has been publically acclaimed for securing prodi-
gious numbers of design patents.
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Alice in Patent-landAlice in Patent-land

By Andrew Young

The US Supreme Court, in a June 2014 unanimous ruling, 
invalidated several software patents in Alice Corp. v. SLS 
Bank International.  The Alice patents were for comput-
er-implemented software methods for the use of a third 
party to reduce “intermediate settlement” risks.  The Court 
found that the claims were unduly broad and claimed a 
fundamental practice of “intermediate risk hedging in 
business,” which was an abstract idea prohibited by §101 
of the Patent Act, and used generic computer hardware 
and functionality.  In the 1865 Lewis Carroll book Alice's 
Adventures in Wonderland, Alice follows the White Rabbit, 
down the rabbit hole to Wonderland, where every-
thing changes.  Through the 2014 Alice Corp. v. SLS 
Bank International highest court decision, we have 
definitely entered a new patent-land where not all the 
surprises will be so entertaining.

The Patent Act, 35 USC §101, defines the subject 
matter that can be patented as: Whoever invents or 
discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent 
therefore subject to the conditions and requirements 
of this title.

Based on this definition, the US Supreme Court has 
denied patents for laws of nature, physical phenom-
ena, and abstract ideas.  Alice has established 
a new rule that “mere recitation of a generic 
computer cannot transform a patent-ineligible 
abstract idea into a patent-eligible invention.”  
Instead, to be patent eligible, at a minimum, an in-
vention must improve an existing technological pro-
cess, and not merely implement an abstract idea on 
a computer.  The high court expressly declined to 
define the phrase “abstract idea.” According to Alice 
and related court decisions, abstract ideas may include: 
preexisting human activity, mental processes, abstract 
intellectual concepts, fundamental economic practices, 
methods of organizing human activity, and mathematical 
relationships.   

How Important is the Alice Decision?

This September, Disney, Sega, Electronic Arts (EA) and 
other defendants, secured a patent  invalidity decision in a 
California federal court based only on the initial pleadings 
and the Alice decision.  The defendants faced a consoli-
dated infringement suit involving cost efficient and auto-
matic computer generated lip-synch and facial expression 
animation technology for three-dimensional characters.   

The defendants themselves owned many patents 
and applications for similar lip-synchronization. 
Both sides of the suit had invested heavily in acquir-
ing patents, and the potential damages were signifi-
cant.  The defendants realized that defending under 
the new Alice standard for an abstract set of rules 
could also cause their own patents to be invalid.  

The Court found that for purposes of a §101 analysis, it 
is not enough to view the claims in isolation.  Instead, 
when determining whether a patent contains an adequate 
inventive concept, the Court must evaluate conventional 
activity.  Therefore, while the Court did find that the claim 

language appeared to be ‘tangible and specific’ the 
Court also found that inclusion of, “well-understood, 
routine, conventional activity” previously used in the 
field “is not normally sufficient to transform an unpat-
entable law of nature [or abstract idea] into a patent 
eligible application.”

Is Help on the Way?

On June 25, 2014, responsive to Alice, the USPTO issued 
preliminary examination guidelines regarding abstract 
ideas of any kind and particularly computer-implemented 
abstract ideas under §101.  The guidelines confirmed 
that the Alice analysis should be used for all categories 
of claims, e.g., product and process claims, whereas prior 
guidance applied different analysis to product claims in-
volving abstract ideas.  The guidelines also confirmed that 
“inventions that integrate the building blocks of human 
ingenuity into something more than applying [an] abstract 
idea in a meaningful way [are] eligible.” 

The guidelines also set out a general two part analysis for 
abstract ideas based upon Alice and other decisions.  Part 
I: requires a determination of whether or not the claim is 
directed to an abstract idea.  Where an abstract idea is 
identified, Part II requires determining whether the claim 
amounts to significantly more than the abstract idea itself.  

Claim limitations that may be enough to qualify as sig-
nificantly more include; (i) improvements to another 
technology or technological field, (ii) improvements to 
the functioning of the computer itself, or (iii) meaning-
ful limitations beyond general linking of an abstract idea 
to a technological environment.  Claim limitations that 

were identified as not enough to qualify as signifi-
cantly more include: (a) adding a step of applying 
or implementing and (b) requiring no more than a 
generic computer to perform generic computer func-
tions with a well-understood routine to conventional 
activities.

Implications in the New Land

Industry, research universities, and inventors need 
strong legal protection to spur innovation, raise 
funds, and bring ideas to market.  The uncertainty 
created by Alice and subsequent rulings creates fear 
that Courts may start invalidating patents for other 
abstract ideas.  And validity uncertainty impacts 
research-and-development investments, changing 
business strategies, and revising or canceling of li-
censing relationships.  

In Sum

Alice has had an immediate and negative impact on 
software method and system patents in all technologi-
cal fields.  The US Patent Office is currently challenging 
pending applications under the expanded §101 standard, 
has issued new examination guidelines and has also 
withdrawn allowance notices pre-grant.  The written 
description in patent applications for software and 
computer related methods and systems must now 
be greatly enhanced to withstand an Alice-Challenge 
by a US patent examiner.  Where claims for software 
are pursued, the written description and claims 
must establish patent eligibility because the inven-
tion improves an existing technological process, not 
because it is merely implemented by a computer.  
And finally, businesses must reconsider the strength and 
value of their existing software patents. Valuations of busi-
nesses that heavily rely upon software patents will now 
require a sobering review.

To discuss Patent issues, contact Andrew Young at AYoung@Lackenbach.com

Software Patents   Down the Rabbit Hole 

The Alice decision does not stand alone.
July 8, 2014 – a New York court invalidated a patent for an online  
 dieting system.

July 17, 2014 – a Washington appellate court invalidated a patent on  
 the idea of keeping the appearance of digital photos when transmitted  
 to multiple user devices.

August 8, 2014 - the Patent Office,  Patent Trial and Appeal Board,  
 instituted a Covered Business Method (CBM) review of a patent  
 directed to ensuring integrity of financial transactions and limiting  
 fraud finding that the claims under review were more likely than not  
 unpatentable under the new interpretation of §101.

August 26, 2014 - a Washington appellate court invalidated a  
 computer related game patent for Bingo.

September 3, 2014 - a Texas court invalidated a patent for using  
 a computer to convert customer reward points from one retailer  
 to reward points at a different retailer.

How Daunting is the Impact of Alice?

☛



Infringement at What Cost?
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layer by layer.  Size and complexity depend only upon the printer.  
Although plastic is the most common material for 3D printer 
output, the printers can be adapted to materials 
including silicone, cement, stainless steel, glass, 
metals and ceramics – even cake frosting, cheese 
and chocolate.
 
Good News and Bad News
 Like most new technologies, 3D printing pres-
ents both an opportunity and a threat for manufac-
turers.  Because 3D printers lower the per-unit cost 
of manufacturing, the innovation can help manu-
facturers produce products much more cheaply.  
In addition, 3D printers allow the manufacture of 
personalized products, like a 3D photograph.  But 
since 3D printers also allow individual consumers 
to copy and print consumer products – with some 
printers selling for less than $1,000 – 3D scanning 
and printing offer an easy, though usually unlawful, 
way to copy patented or copyrighted designs.

The Legal Questions
 A manufacturer’s innovations and investment 
are incorporated in a product, which can be scanned 
and then printed on a home computer.  But unlike 
counterfeit money, which can be stopped by tech-
nology used to trace the counterfeiter, the vast num-
ber of product designs make this kind of protection 
impossible.  So even though copyright, design and/
or utility patents could cover a scanned design, 
enforcement would be extremely difficult.  There’s 
an important lesson to be learned from how the 
music industry proceeded when music file sharing 
proliferated.  Many copyright holders embarked on 
a wide campaign of suing end users – customers, 
and in many cases, children.
 
Copyright
 As with traditionally manufactured infringing goods, manu-
facturers can protect their copyrighted designs by suing infringers.  
Some products have only limited copyright protection, because 
concepts and ideas are not protectable.  But if a manufacturing 
company can overcome the hurdle always present in copyright 
enforcement – mainly showing that its copyright covers a sepa-
rable part or aspect of the product that is not “useful” and thus  is 
protectable – then asserting copyright should stop an infringer, 
large or small.  In fact, bringing actions against commercial par-
ties that use 3D printers to make infringing products is no different 
from suing any infringing competitor.  But most companies prob-
ably would hesitate to target their own customers.  

 Manufacturers can also protect 3D digital files.  Companies 
might bring actions against producers of a design file, which 

can also be protected by copyright, much like an 
architectural design – that is used in the printer.  
Enforcement may be difficult, however, because 
CAD files (like MP3s) can be easily transferred and 
copied.
 
Patents
 Because patents cover useful articles, as well 
as ornamental designs, many products can be pro-
tected by both utility and design patents.  Printing 
or scanning and then printing a product covered by 
a patent would be a direct infringement.  For exam-
ple, a website like www.Shapeways.com on which 
one can actually fabricate and sell products, could 
be liable for patent infringement if it made or sold 
a patented invention.  In addition, enforcement is 
more straightforward, because patent infringement 
does not require knowledge of the infringed patent.  
And unlike copyright, patents allow no exception 
for “fair use” of a protected invention.  But manu-
facturers still face the dilemma of suing individual 
infringers – their customers.
 
The Solutions
 Combating large scale commercial counterfeit-
ing will be difficult because counterfeiting will 
be easy, mobile, cheap and stealthy. And actions 
against individuals who are 3D printing designs 
protected by patent or copyright, may be extremely 
difficult and unrewarding, as music publishers 
learned after chasing teenagers who were down-
loading music.  Manufacturers would be wise to 
consider how to protect their products before 3D 
printing becomes a household infringing enterprise.
 Whether products are covered by patents or 
copyrights, manufacturers could seek enforcement 

of their rights against hosting sites like www.Thingiverse.com and 
www.Shapeways.com, if there is indeed a violation of protected 
rights. Just as where iTunes eventually emerged as a kind of win-
win option for the music industry, a similar arrangement for selling 
affordable licensed printable design files for products on a per-use 
basis could allow manufacturers to retain control over their intel-
lectual property.  Consumer safety issues will complicate 3D print-
ing, too. As Mattel, for example, told the Wall Street Journal, 
manufacturers cannot ensure that products printed on home 3D 
printers will meet safety standards.  Manufacturers will have 
to solve that problem before they can sell 3D software files to 
consumers.

Cutting Development Time and Costs

Printing.....EVERYTHING? continued from page 1

Infringement at What Cost? 

To discuss your 3D printing, please contact Eileen DeVries at: EDeVries@Lackenbach.com

 
HOW 3D 

PRINTERS WORK  
Originating with a 1986 
patent,  Chuck Hull, the 
founder of 3D Systems, 
apparently created 3D 

printing or “stereo-
lithography” that used 
a beam of ultraviolet 

light to solidify succes-
sive thin layers of liquid 
plastic. The 3D printer 

works much like a regu-
lar (two-dimensional) 
printer.  But while the 
inkjet printer sprays 

ink onto the page, the 
3D printer deposits 
layers of material – 

usually plastic – atop 
one another. A printer 

deposits a polymer 
that hardens when 

exposed to ultraviolet 
light in successive 

layers with a degree 
of accuracy equal to 
a print resolution of 

600 dots per inch. The 
printer builds the suc-
cession of layers, the 
layers are fused, and 

the fabricated object is         
treated and hardened. 



Assignee:
Vega Greishaber KG (Germany)

United States Patent Number:
8,714,019
Date of Patent

May 6, 2014
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DRIVE FOR ACTUATING A PARKING BRAKE
Patent No.: 8,783,422
Assignee: IMS Gear GmbH (Germany)
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JEWEL
Patent No.: D697,830
Assignee: Diamlink, Inc. (USA) 

METHOD OF FORMING AN I-II-VI² COMPOUND 
SEMICONDUCTOR THIN FILM OF CHALCOPYRITE 
STRUCTURE
Patent No.: 8,632,851
Assignee: Sun Harmonics Ltd. (China)

HIGH FREQUENCY PIEZOELECTRIC CRYSTAL 
COMPOSITES, DEVICES, AND METHODS FOR 
MANUFACTURING THE SAME
Patent No.: 8,559,273
Assignee: H. C. Materials Corporation (USA)

CARBONACEOUS ACOUSTIC DIAPHRAGM AND 
METHOD FOR MANUFACTURING THE SAME
Patent No.: 8,544,595
Assignee: Mitsubishi Pencil Company, Limited (Japan)

MARKING PEN
Patent No.: D711,471
Assignee: Kuretake Co., Ltd. (Japan)

HOPPER FOR TRANSPORTATION OF MINERAL OR 
AGGREGATES
Patent No.: 8,714,658
Assignee: Minetec S.A. (Chile)

METHOD AND SYSTEM FOR RESTRICTING ACCESS 
TO SENSITIVE CONTENTS OF DIGITAL IMAGES
Patent No.: 8,687,843    
Assignee: AGH Univ. of Science and Technology (Poland)

BAMBOO FIBER MATERIAL
Patent No.: 8,480,851
Assignee: Fujian Simzu Environment Science and  
 Technology Co., Ltd (China)

SMALL CONTAINER FOR LIQUID AND/OR PASTY 
MATERIALS AND A METHOD OF PRODUCING SAME
Patent No.: 8,567,627
Assignee: Ucon AG Containersysteme KG (Germany)

SYSTEM FOR MANUFACTURING LAMINATED 
CIRCUIT BOARDS
Patent No.: 8,594,983
Inventor: Duetto Integrated Systems, Inc. (USA)

IMPAIRED GRIP KNIFE
Patent No.: 8,615,888
Assignee: Dexter-Russell, Inc. (USA)

LIGHT FIXTURE
Patent No.: 8,534,883 
Assignee: Herbert Waldmann GmbH & Co. KG (Ger.)

EXPANSION JOINT FOR BUILDING WORKS
Patent No.: 8,769,883
Assignee: Joint S.r.l. (Italy)

RATCHETING JACK STAND
Patent No.: 8,585,018
Assignee: Seber Design Group, Inc. (USA)

PATENT CORNER
Continued from Page 1

MEASURING CELL WITH A 
CASING FOR HOUSING A 

SENSOR, IN PARTICULAR A 
PRESSURE TRANSDUCER

Patents, Trademarks, CopyrightsPatents, Trademarks, Copyrights



IRIS SILVER MIST
Registrant: Shiseido Company, Ltd. (Japan)

N.A.R.S. RECORDS
Registrant: N.A.R.S. Records Inc. (USA)

NRG 
Registrant: Industrie de Nora S.p.A. (Italy)

NEW (and design)
Registrant: Kureha Corporation (Japan)

PYROGUARD
Registrant: C.G.I. International Limited (U.K.)

FRUGO (stylized)
Registrant: FoodCare Spólka Z O.O. (Poland) 

ERMITA DE NIEVE
Registrant: Vinedos de Nieva, S.L. (Spain) 

HATTEMER (Stylized)
Registrant: Cours Hattemer (France)

TENUTA VENTERRA
Registrant: Ferrara, Antonella (Italy) 

SPECTRO PAD (Stylized)
Registrant: Barbieri Electronic OHG Barbieri Siegfried & C. (Italy)

RESURRECTOR (Stylized) 
Registrant: Olimp Laboratories SP. Z O.O. (Poland) 

POLA G (and design)
Registrant: Gebr. Faller GmbH Fabrik Für Qualitätsspielwaren  
 (Germany)

STROKESOLIDARITY (and Design) 
Registrant: World Stroke Organization (Switzerland)

MIZUHO
Registrant: Mizuho Financial Group, Inc. (Japan) 

JAL SKY PREMIUM
Registrant: Japan Airlines Co., Ltd. (Japan)

ONE HARMONY (Stylized)
Registrant: Hotel Okura Co., Ltd. - Jal Hotels Co., Ltd. (Japan)
 
ERIC CHAUVIN
Registrant: Chauvin, Eric (France)

FURLA PIPER LUX
Registrant: Furla S.P.A. (Italy) 

GADGET GOURMET
Registrant: Blue Box Toy Factory Limited (Hong Kong)

SPERONI (and Design)
Registrant: Oleificio Speroni S.R.L. (Italy)

PERIOSYAL
Registrant: Teoxane SA (Switzerland)

AEROMOBIL (Stylized)
Registrant: CTP Environment (France)

MV (Stylized)
Registrant: Mario Valentino S.P.A. (Italy) 

HYUNDAI POWER PROTECT
Registrant: Hyundai Capital America (USA)

KF (and Design)
Registrant: Kureha Corporation (Japan) 

BAKEWISE
Registrant: Bakewise Brands, Inc. (USA)

ZIP SCREENS
Registrant: Horizon Group USA, Inc. (USA)
 
AIMIA
Registrant: Aimia Inc. (Canada) 

CLAWGRIP
Registrant: Hyde Tools, Inc. (USA)

BE HUMAN
Registrant: Hu Holdings, LLC (USA)

FALCONBRID (Stylized)
Registrant: JVC Kenwood Corporation (Japan)

ANIMAL DAYS 
Registrant: Gree, Inc. (Japan)

SOS XTREME COMFORT (Stylized)
Registrant: M. Spiegel & Sons Oil Corp. (USA) 

4EVERLAST
Registrant: Everlast World’s Boxing Headquarters Corp. (USA)

TRADEMARK
CORNER
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PASSIVE VALVE FOR MULTIVALVE DEVICES AND 
A MULTIVALVE DEVICE, IN PARTICULAR HAVING 
SUCH A PASSIVE VALVE
Patent No.: 8,813,795
Inventor: Andocksysteme G. UNTCH GmbH (Germany)

START TEST ELECTRONIC DEVICE AND SYSTEM 
AND METHOD OF USE THEREOF
Patent No.: 8,675,321
Assignee: Darby Group Inc. (USA)

CHANGING SKIN-COLOR PERCEPTION USING 
QUANTUM AND OPTICAL PRINCIPLES IN COSMETIC 
PREPARATIONS
Patent No.: 8,518,445
Assignee:  Research Fnd. of the City Univ. of NY (USA)

UTILITY KNIFE WITH EXTENDED TRAVEL CARRIAGE
Patent No.: 8,695,221
Inventor: Wen Hao (USA)

DINITROXIDE-TYPE BIRADICAL COMPOUNDS OPT. 
FOR DYNAMIC NUCLEAR POLARIZATION (DNP)
Patent No.: 8,648,193
Assignee: Universite d’Aix Marseille (France)

LED WHITE LIGHT LUMINAIRE WITH IMAGING 
CAPABILITY
Patent No.: 8,523,403
Assignee: Altman Lighting Co., Inc. (USA)

FIREFIGHTER TOOL
Patent No.: 8,485,074
Assignee: Channellock, Inc. (USA)

ELECTROPNEUMATIC HORN
Patent No.: D704,587
Assignee: Wolo Mfg., Corp. (USA)

SUN-BLOCK COSMETIC
Patent No.: 8,642,018
Assignee: Shiseido Company, Ltd. (Japan)

CONNECTOR
Patent No.: D708,138
Assignee: MCQ Tech GmbH (Germany)

METHOD AND SYSTEM FOR DATA SUBMISSION 
MANAGEMENT OF INSURANCE APPLICATION IN A 
DATA PROCESSING SYSTEM
Patent No.: 8,538,782
Assignee: Morston General Agency, Inc. (USA)

FIRE DETECTOR
Patent No.: D700,095
Assignee: Hochiki Corporation (Japan)

HOMOGENEOUS VACCINE COMPOSITION 
COMPRISING A CONJUGATE OF EGF AND P64K FOR 
THE TREATMENT OF TUMORS
Patent No.: 8,778,879
Assignee: Centro de Inmunologia Molecular (CIM) (Cuba)

METHOD AND SYSTEM FOR ULTRASOUND 
EXCITATION OF STRUCTURES WITH VARIOUS 
ARBITRARY GEOMETRY
Patent No.: 8,564,226
Assignee: Artech Systems AG (Switzerland)

BRUSH
Patent No.: D685,193 
Assignee: Hyde Tools, Inc. (USA)

SURGICAL INSTRUMENT WITH GEARING
Patent No.: 8,690,038
Inventors: Wenzler & co. (Germany) 

PAIRING COMPUTATION DEVICE, PAIRING 
COMPUTATION METHOD AND RECORDING MEDIUM 
STORING PAIRING COMPUTATION PROGRAM
Patent No.: 8,477,934
Inventor: Nat. Univ. Corp. Okayama University (Japan)

DUAL ZIPPER BOOT CONSTR. METHOD & SYSTEM
Patent No.: 8,510,972
Assignee: Aerogroup International Holdings LLC (USA)

More PatentsMore Patents
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OPERAVORE (and Design)
Registrant: New York Public Radio (USA)

VIVEJOY (and Design)
Registrant: Grupo Leche Pascual, S.A. (Spain)

DEXTER PROTOUR
Registrant: Dexter Russell, Inc. (USA) 

IKNOWU
Registrant: Worldlogic Corporation (Canada)

RUUM
Registrant: Ezrani 2 Corp. (USA)

MY HANKY
Registrant: GBW, Inc. (USA)

HEARTLAND
Registrant: Orchard Yarn and Thread Company, Inc. (USA)

HALSTON H HERITAGE (Stylized)
Registrant: The H Company IP, LLC  (USA)

DOWNTOWN RECORDS
Registrant: Downtown Records LLC (USA)

WHOLE YOU
Registrant: Mitsui Chemicals, Inc. (Japan)

AIRWAYCENTRIC
Registrant: Gelb Technologies, LLC (USA)

STANZA (and Design)
Registrant: Asesoria Y Desarrollos Urrea, S.A. de C.V. (Mexico)

F37
Registrant: Hitachi Aloka Medical, Ltd. (Japan)

TATRA
Registrant: Tatra Building Company Inc. (USA)

WELCOME HOME GARDEN
Registrant: W. Atlee Burpee Company (USA)

COLIN COWIE
Registrant: Colin Cowie Trademarks, LLC (USA)

NANOALLOY (stylized)
Registrant: Toray Kabushiki Kaisha (Japan)

ADAM’S
Registrant: Autain Peche (France) 

MY SPY BIRDHOUSE
Registrant: Lenfest Media Group, LLC (USA)

MISCELLANEOUS DESIGN
Registrant: T.C. Electronics A/S (Denmark)

BRASIL CACAU
Registrant: BR Beauty Cosmeticos, Comercio LTDA (Brazil)

COUTUREDOSSIER
Registrant: Omelich, Inc. (USA)

PRÓ-VIDA
Registrant: Pró-Vida Foundation (Switzerland)

POWER CAPITAL PARTNERS
Registrant: Power Capital Partners LLC  (USA)

MOVERIO
Registrant: Seiko Epson Kabushiki Kaisha,  
 TA Seiko Epson Corporation (Japan)

ASAHI NET INTERNATIONAL (and Design)
Registrant: Asahi Net International, Inc. (USA)

M METRO WORLD CHILD (and Design)
Registrant: Metro World Child Foundation, Inc. (USA)

HIYA
Registrant: Hiya LLC (USA)

STRIKENET
Registrant: Strikenet LLC (USA)

FREEVISION
Registrant: Freevision Technologies Co., Ltd. (China)

S S.T.A.R. EXPERIENCE (and Design)
Registrant: Logans Sanctuary LLC (USA)

CHALICE
Registrant: Altman Stage Lighting Co., Inc. (USA)

WOLO MOTORCYCLE (and Design)
Registrant: Wolo Manufacturing Corp.  (USA)

DOUGHNUTTERY
Registrant: Doughnuttery Inc. (USA)



The Internet of Things
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If you have ever wished your medicine cabinet could tell you when 
you’re about to run out of aspirin or toothpaste, you’ll welcome the 
Internet of Things (“IoT”) – where objects and devices communicate 

through the Internet.  Possessions from toys to refrigerators could have 
electronics attached to them that would identify each object by a unique IP address. When 
these devices are so enabled to communicate with each other through the Internet – voilà – 
the Internet of Things!
The IoT Is Already Here – We expect our phones to keep track of information 
from our computers, route us around traffic jams and warn us of approaching storms. One 
car rental company allows its customers to locate and reserve the nearest car and pick it 
up without having to go to a rental office.  Current and imminent IoT applications include a 
cardiac monitor that will communicate directly with physicians, and a whole realm of energy-
saving devices that use weather and other data to adjust street lights, heating and lighting 
systems and pollution control.  Engineers can monitor buildings and bridges continuously 
for stress and wear, and for other factors that threaten public safety. A baby-monitor "onesie" 
measures a sleeping infant’s breathing and activity level and communicates that information 
to another room.  The IoT creates manufacturing efficiencies by allowing processes and 
settings to adjust automatically based on data fed back from downstream equipment.  
Security Issues and Legal Problems - The IoT comes with many legal 
implications.  At the manufacturing level, it will make theft of trade secrets easier.  
Consumer products need be protected against malicious attack to prevent data that 
is being collected and communicated to fall into the wrong hands. As one blogger 
pointed out, a coffeemaker requires as much protection as a computer.  A recent attack 

in the IoT generated hundreds of thousands of spam communications, hijacking more 
than 100,000 items of household equipment including home routers, smart TVs and 
even a refrigerator.  When data is collected by a company (or a governmental agency), 
consumers who are the source of the information may have a right to their own data. 
A momentous potential problem is the change to the current system that will be needed 
to allocate and keep track of the mind-boggling number of IP addresses – estimated to 
be in the tens of billions – that will be assigned to endless numbers of possessions so 
that each “smart” object can collect and communicate information with other objects.  
Manufacturers may have to obtain licenses for protected technology related to the sensing and 
communication systems, and intellectual property protection might be available for software 
applications that will gather, manage and communicate the huge amount of data.  The data 
itself could possibly be proprietary.
Not So Fast… - Without legal protection, manufacturers of everything from cars and 
medical devices to toothpaste and medicine cabinets may decide that the risks of the Internet 
of Things outweigh the IoT’s benefits of efficiency and productivity.  Then, as the Economist’s 
Babbage recently predicted, the Internet of Things may turn out to be the Internet of Nothings. 
Legend has it  - that IoT started with a smart soda machine.  Students in a university 
computer science department were sick of traipsing to a far-away vending machine, only to 
find that the machine was out of their favorite soda or that the soda was not cold. Student 
programmers installed micro-switches to keep track of the supply and temperature of the 
vending machine contents, and the machine was connected to the Internet, so that everyone 
could tell what was in stock and whether or not it was cold, without walking down the 
hall to find out. 
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Education: Paralegal 
Certificate, Ashworth 
College; BS, Psychol-
ogy, Ashworth College; 
BBS, Biblical Studies, 
NY School of Theology
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experience as an interna-
tional trademark paralegal, 

Gina is responsible for the prosecution and mainte-
nance of global trademark portfolios.  Her expertise 
includes the filing of overseas trademark applications, 
related prosecution documents and assignments, as 
well as the preparation of opposition documents.  The 
world is forever changing and so are the trademark 
laws of the almost 150 countries in which Lackenbach 
clients seek and maintain registrations.  Gina must 
keep up with these changes, alert the Department's 
attorneys,  and advise our clients accordingly. Work-
ing with a worldwide network of foreign associate law 
firms, Gina is intimately involved in the recordation 
of assignments, corporate mergers, and updates to 
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countries – each with different laws, regulations, rules 
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Education: B.A., Univ.
of Hartford; Cert. in 
Paralegal Studies, 
Mercy College; IP Law, 
Westchester Commu-
nity College

Well over a decade ago 
Jill gained intellectual 
property law experience 

at Bayer Corporation and at two law firms. She is 
responsible for new U.S. trademark applications, 
use extension requests, preparing docket and sta-
tus reports and goods/services for new applica-
tions.  It is not unusual for Jill to be delving into files 
to respond to client queries, unraveling ownership 
issues or uncovering use filing history.  The US Trade-
mark Department at Lackenbach supports thousands 
of clients with which Jill communicates related to 
prosecution issues and U.S. procedures.  Jill routinely 
prepares the agenda for annual status meetings and is 
instrumental in the preparation of the firm’s Alerts and 
Newsletters.  Because of her skills, Jill  has provided 
paralegal support for clients in their offices, handling 
trademark maintenance and prosecution, as well as 
acted as liaison between in-house counsel and other 
departments.
 Outside of the office, Jill is an avid rock climber, 
hiker, skier and outdoor enthusiast, aside from being 
heard singing at Karaoke bars, playing classical guitar, 
and supporting pet environmental issues.

Everything is Interconnected!Everything is Interconnected!



 In June of this year, the Eighth Circuit’s decision 
in In re Interstate Bakeries again brought into focus one 
of the most difficult unsolved riddles of intellectual 
property law:  the impact of bankruptcy proceedings 
on trademark and other IP licenses.  Under the 
Bankruptcy Code, a licensor-debtor can 
“reject” executory contracts to which it is 
a party, thereby throwing other parties to 
such contracts’ rights into question, and 
frequently, legal disarray.  Trademark and 
other intellectual property licenses have 
frequently been held to be executory - not fully 
performed, or pending - within the meaning of the 
Bankruptcy Code, creating a loophole for debtors 
and a nightmare for licensees.  
 Interstate Bakeries, which rejected a Montana 
lower court’s ruling, held that a royalty-free license 
that is part of a larger sale of the licensor’s business 
was not an executory contract.  The Third Circuit has 
held in similar fashion, finding in In re Exide 
Techs (2010) that a perpetual royalty-free license 
granted pursuant to a sale of a licensor-debtor’s business 
is not executory, and may not be ‘rejected’ by the debtor in 
bankruptcy.  
 These cases provide some guidance related to licenses 
as part of business sale transactions but are of little help with 
respect to garden-variety license transactions.  There is no 
bright line test in any circuit for what constitutes an executory 
contract for licensing purposes.  Moreover, the circuits are 
still undecided as to what legal effect the “rejection” of a 
license in bankruptcy actually creates.  Conventional wisdom 
for years has taught that rejection usually terminates a 
trademark license, leaving the licensee to “get in line” with 
the licensor’s unsecured creditors.  In Lubrizol Enterprises 
v. Richmond Metal Finishers, decided by the Fourth Circuit 
nearly 30 years ago, the Court held that rejection terminated 
a licensee’s right to use the intellectual property subject 
to the rejected license.  Congress responded by adding 
new section 365(n) to the Bankruptcy Code, which allows 
intellectual property licensees to preserve their license rights 
in the event of bankruptcy, but this section omits trademarks 
from the definition of “intellectual property.”  Thus, while 
rejected copyright and patent licenses do not operate to end 
a licensee’s rights, the rejection of trademark licenses in 
bankruptcy have largely been held to terminate a licensee's 
right to continue business under the license.
 In 2012, however, the Seventh Circuit in Sunbeam 
Prods. v. Chicago Am. Mfg. rejected Lubrizol, holding that a 
licensor’s rejection of a trademark license in bankruptcy did 
not terminate the license.  Rejection constituted a breach of 
the license by the licensor, giving the licensee a potential 
way out depending on the terms of the license, but the Court 
gave the licensee the right to continue to use the licensed 
trademark under the license notwithstanding the licensor’s 
bankruptcy.  

      The US Supreme Court denied certiorari in Sunbeam, 
thus leaving the federal circuit courts split on the 
issue.  That split, which parties to trademark and other 
intellectual property licenses must attempt to navigate, 

divides the courts along intellectual grounds on 
how to characterize a trademark license.  
Courts viewing licenses as a continuing 
flow of permissions from the licensor that 
can be cut off by rejection – an executory 
view of licenses – hold that trademark 

licenses in bankruptcy may be terminated 
by the licensor-debtor.  Other courts instead define 
licenses as more akin to a prior transfer of rights – a 
non-executory contract, once the transfer occurs – 
and  hold instead that a licensee’s rights continue 
under the license notwithstanding the licensor-

debtor’s attempted rejection.  From a licensee’s 
perspective, therefore, the fate of its license rights 

should its licensor land in bankruptcy will likely 
depend upon the Circuit in which the bankruptcy 
court having jurisdiction over the estate sits.

 Of course, bankruptcy is not just a licensee issue. 
Some licensors also face uncertainty when their licensees 
declare bankruptcy.  Ordinarily, the Bankruptcy Code permits 
the debtor or trustee to assume and assign executory contracts 
to third parties, notwithstanding non-assignment provisions 
negotiated into the license contract.  For intellectual property 
licenses, there is an exception but it is somewhat narrow.  
Under section 365(c) of the Bankruptcy Code, licensors of 
non-exclusive copyright and patent licenses, if applicable 
non-bankruptcy law would permit rejection of performance 
under the license by a third party, may prevent the debtor 
or trustee from assigning the license. Because trademark 
licenses require the licensor to exercise quality control 
over a licensee’s goods and services, trademark licenses 
are typically not assignable in bankruptcy.  This, however, 
provides little solace to licensors granting exclusive rights 
to copyrights or patents.  Moreover, some federal courts 
have refused to protect exclusive licensors from third party 
assignments, generally.
 In sum, parties seeking to negotiate intellectual 
property licenses must carefully bear in mind what may 
occur in the event of bankruptcy and should appreciate that 
bankruptcy potentially creates a material risk to the value of 
the transaction.  Licensees are advised to seek the advice 
of counsel, competent and experienced in this difficult 
area of the law, in order to be as prepared as possible for 
the potential risks.  Trademark licensees, for example, may 
wish to pay particular attention to choice of forum and law 
clauses, particularly if research suggests that the law of its 
state of residence is more advantageous to the preservation 
of licensee rights than the licensor’s forum state.  Until the 
Supreme Court resolves these issues, circuit court geography 
will continue to play a pivotal role in post-bankruptcy rights of 
both sides to a trademark license arrangement.

Bankruptcy and Licensing UncertaintyBankruptcy and Licensing Uncertainty

To read the full text of an article or Listings in this newsletter please go to our website at: www.Lackenbach.com - Page 11

INVENTIONS OF THE YEAR

Acknowledgement Zone

European Patent Office granted its Inventor Awards for 
Construction, for a self-cleaning concrete material that 
incorporates photo-catalytic titanium oxide minerals that 
oxidize with sunlight to degrade pollutants before they 
bind with the cement surface and cause discoloration, 
and awarded for Pharmaceuticals, a treatment for 
multidrug-resistant tuberculosis, styled  “bedaquilline,” 
that is a highly effective inhibitor of mycobacterium 
growth in the disease-causing organism, that operates  
by cutting off its energy supply.

CNN designated a retinal prosthesis device that collects 
image information and passes it to the optic nerve, via 
a surgically implanted antenna and electronics, which 
connects to eyeglasses and a video processing unit. 
The eyeglasses contain a camera that passes image data 
through the video unit to the implant.  Also designated 
was a humanoid life-size robot capable of completing 
lifesaving disaster relief tasks considered too dangerous 
for humans, without direct human control - the result of 
over $10M of research and development.  

British Inventor Project honored an implantable 
artificial pancreas, currently undergoing pre-clinical 
trials, which automatically regulates glucose levels using 
polymeric gel that manages the delivery of insulin into 
the peritoneum, and not dependent on electronic controls 
found in current artificial organs that are given to over/
under medicating. 

Popular Science recognized a shoe insole that transforms 
the energy created by walking into stored electricity. The 
novel insole uses mechanical components allowing each 
heel strike to be converted into rotational movement, 
spinning magnetic rotors that induce electrical current 
and charges a lithium-ion polymer battery pack on a 
user’s shoelaces.  And a cryogenic engine cooling a 
refrigerated truck that runs on super-cold air turned into a  
-320°F liquid that is heated by the ambient temperature 
of the transported cargo,  changing the liquid air back to 
a vapor.  A heat exchanger provides internal cooling, as 
well as the pressurized air drives pistons that power fans 
and a compressor that cools refrigerant.  Notably, the 
only exhaust of the system is cool air.

Andrew F. Young
based upon design registrations, patent

utility models, and the foresight to secure
copyrights in key advertising images -

in China - successfully closed down several 
thousand Alibaba and Taobao website

links selling items that infringed our
client’s documented rights.

By Jeffrey Rollings

The Answer is a Definite: MAYBE!   
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NOTABLE DEVELOPMENTS  By Rosemarie B. Tofano

Libya – This jurisdiction’s Trademark Office is not immune to 
local political and civil unrest.  Recently, Trademark operations 
were forced to close and the Office does not accept new trademark 
applications. There is hope that after the October Adha Festival 
Holiday the Trademark Office will resume its operations.  Sadly, 
this is the second closure in the last three years, due to local 
political issues and violence. The Trademark Office was closed 
immediately following the assassination of Muammar Gaddafi 
by local and NATO troops.  Interestingly, the Patent Office was 
open while the Trademark Office was closed.  It is not known how 
renewals will be handled during the time the Trademark Office 
is closed.

Seychelles – As of April, the National Assembly passed leg-
islation seeking to enable this country’s trademark jurisprudence 
to comply with the Paris and WIPO Conventions and to a become 
a member of the WTO.   The new trademark law that will come 
into effect soon, will recognize well-known trademarks as regards 
dilution protection and allow for registration of three-dimensional 
marks, geographical designations as well as trade names.  
Significantly, cancellation based on non-use has been reduced 
from five to three years of uninterrupted use.   Registrations will 
be granted for 10 years from the application date and renewals for 
a seven-year term, in lieu of the previous 14 year duration.

European Union – A significant substantive legal policy 
change was recently published by the OHIM on its website declar-
ing that a black and white registration of a mark does not auto-
matically cover presentation of the mark in color(s). This affects 

priority, because a prior registration in black/white is no longer 
a proper basis for priority for a color application, and as regards 
proof of use, actual use of a color version of a mark registered 
in black/white will not be recognized as proper use unless the 
color is not of distinctive character and the color is not a primary 
aspect of the overall distinctiveness of the mark. This legal posi-
tion runs contrary to Denmark, Norway and Finland national laws, 
and Italy, France and Finland have respectfully declined to adopt 
this official theory.  Because most companies actually use a color 
version of their mark in the marketplace that they often register in 
black/white, the implications of this new policy – based mostly 
on assessments of distinctiveness of the presentation of color – 
becomes exceedingly important.

India – Despite substantial sales and a lack of reputation, 
the Appellate Board of the trademark office relied upon a 2004 
Supreme Court decision that established a “first in the market” 
test, and denied Jones New York’s opposition to registration 
of JONES for clothing by a local company. The local company 
had lackluster use in India for 20 years and Jones New York 
no use in India, despite extensive global use since 1997.  This 
appellate tribunal recognized prior actual local use, though small 
and sporadic, to be legally paramount to subsequent significant 
global use.

South Korea – This June amendments to the Korean 
Trademark Act became effective that allow marks lacking distinc-
tiveness to register upon proof of secondary meaning,  without 
requiring a showing that the consumer would “easily” perceive 

the mark as a source of origin. The easy standard was removed by 
the new amendment. The new law prevents registration of marks 
that may potentially dilute the distinctiveness of a famous mark. A 
new “catch-all” provision of the unfair competition laws prevents 
use of marks that infringe an economic interest that results from 
material investment, and allows a registered Mark to be canceled 
within five years of registration for violating the new “catch-all” 
provision, by a party whose economic interests are violated.  This 
jurisdiction now recognizes Internet use of a mark and consent 
agreements that do not create confusion among consumers.
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RO'S OBSERVATIONS 
By Rosemarie B. Tofano 

Canada – Objectionable New Law – 
 The local trademark bar has expressed vigorous objections 
to the new trademark law that materially amends the 1868 statute. 
The conservative government, through its “Economic Action Plan 
2014” has amended the trademark laws. The extensive changes 
eliminate the requirement of use before registration and now in-
troduce the international classification system. Oppositions are 
expected to exponentially rise up from the present 2% figure once 
Canada emulates the European system that does not require use 
for registration, to the 18% opposition rates that exists in Europe. 
Also, opposition grounds become less certain and more compli-
cated by eliminating prior use as a primary ground. As use is not 
required, identification of goods/services are expected to become 
overly broad.  Trademark trolls are expected to increase as the 
use previously required to secure a registration will now not exist 
leading the way for opportunistic trademark predators.  A minor, 
but culturally antagonizing change, the new law actually changes 
the spelling of the word Trade-Mark, in Canada; long a unique 
spelling in that jurisdiction, to the US one-word spelling that is 
not consistent with the two-word European spelling. 

 The elimination of use as a predicate for registration is 
vehemently opposed by the Canadian trademark bar and big 
businesses, and there is consideration of challenging the new 
law based upon constitutional grounds. One commentator (a 
vice president of the International Federation of IP attorneys) 
told the Canadian Senate that the new law “would be destabi-
lizing and economically counterproductive, to say the least. 
 
China – Long Awaited New Law – 
 China’s new Trademark Law became effective May 1 and 
contains provisions to create trademark rights in China, where 
protection for trademarks, like other forms of intellectual prop-
erty, has been seen as weak or nonexistent.  The amended law 
contains stronger standards for both trademark registration and 
enforcement and prohibits the filing of trademark applications 
in bad faith, as well as provides for filing cancelation petitions 
against trademarks registered in bad faith.  Under the new law, ex-
amination of applications and appeals will be completed in nine 
months. A potentially problematic change to the law is that a mark 
will proceed to registration if an opposition fails at the first level 
of adjudication at the trademark office.  In other words, no appeal 
is available if the trademark office dismisses an opposition.
 Another article of the amended law now prohibits agents 

from assisting their clients in engaging in piracy and also in pros-
ecuting applications made in bad faith.  This prohibition will make 
it more difficult for pirates and bad-faith applicants to obtain reg-
istration.  In addition, sound marks are now eligible for registra-
tion along with 3-D marks and color combinations.  The amended 
law clarifies that the trademark office will apply the likelihood of 
confusion standard in judging infringement.  In addition, foreign 
trademark owners can now pursue contributory infringers as well 
as direct infringers, thus holding responsible those who assist 
others in infringing trademark rights. Further, the law increases by 
about six times the maximum amount of compensation available 
when damages cannot be calculated – to about $500,000  and 
provides for punitive damages as high as triple damages in cases 
of bad faith infringement. 
 The amended trademark law allows an exception for prior 
users of a mark.  The party asserting prior use must show that it 
used its mark before the trademark registrant; that its use pre-
ceded the registrant’s application, and that its mark has acquired 
a “certain influence.”  While the term “a certain influence” is 
undefined in the law, and thus subject to the discretion of the 
trademark authorities, owners of trademark rights hope that the 
new exception will allow legitimate mark owners to continue 
using their marks.
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